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Sir: 



This is a Request for Continued Examination pursuant to 37 C.F.R. 
SI. 114 which is filed in response to the final Office action of April 
05, 2005. For further prosecution, kindly enter and consider the fol- 
lowing preliminary remarks and the attached test report: 

Preliminary Remarks 

Claims 1, 10 and 13 to 17 as presented by applicants in their 
reply dated March 02, 2004, are currently pending in this case. Claim 
15 stands withdrawn from consideration by the Examiner and Claims 1, 
10, 13, 14, 16 and 17 stand rejected. 

The Examiner argued that Claim 15 was drawn to an invention which 
was independent or distinct from the invention originally claimed and 
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that the claim need therefore not be considered by him under the U.S. 
rules and regulations. It is respectfully noted that the present ap- 
plication is a national stage application filed under Section 371. 
Accordingly, the U.S. rules and regulations which are applicable in 
the present case are consonant with the provisions of PCT Article 
27.1 which sets forth that no national law shall require compliance 
with requirements relating to the form or contents of the interna- 
tional application different from or additional to those which are 
provided for in the PCT and its Regulations. Under the PCT and its 
Regulations, and accordingly under the U.S. rules and regulations 
which govern national stage applications, the question whether a 
claim in an application has to be considered by the Examiner is is 
not whether the claim defines an independent and/or distinct inven- 
tion or whether the claim was originally presented in the national 
stage application. Rather, the question is whether the claims which 
are in the application at any stage of the proceedings meet the re- 
quirements of unity of invention which are set forth in PCT Rule 13. 
The Examiner's withdrawal of Claim 15 from consideration in this ap- 
plication is, in light of the foregoing, deemed to be in error. It is 
respectfully requested that Claim 15 be rejoined. Favorable action is 
solicited. 

The Examiner rejected Claims 1, 10, 14, 16 and 17 under 35 U.S.C. 
5102(b) as being anticipated by, or in the alternative under 35 
U.S.C. 5103(a) as being unpatentable in light of, the teaching of 
Harrison et al. (wo 92/06076) or the teaching of Toki et ai. (ep o 500 
1X1). In particular, the Examiner stated that the language of appli- 
cants' claims was sufficiently open and generic to encompass and be 
anticipated by the referenced teachings. 

Applicants' claims relate to certain methods in which particular 
pests, namely 

- a pest selected from the Isoptera, Hymenoptera, Orthoptera and 
Psocoptera orders 

- a pest selected from the Rhinotermitidae, Termitidae, Kalotermi- 
tidae and Termopsidae families; 2 ) and 

a pest from the Formicidae family; 3) 
are controlled by applying an effective amount of a specific hydra- 

1) Cf. Claims 1, 10, 13 and 14. 

2) Cf. Claim 15. 

3) Cf. claims 16 and 17. 
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X 

which, inter alia, requires that Y represent from 1 to 5 identical or 
different substituents selected from the group consisting of nitro 
and cyano. 4 ) 

Neither the teaching of Harrison et al. nor the teaching of Tokl 
et al. disclose any compounds which fall within the realm of appli- 
cants' formula (1-1). While the generic information which is provided 
by Harrison et al. or by Toki et al. allows that specific radicals 
and structural requirements are selected and combined to recreate 
applicants' formula (1-2), neither one of the references provides any 
information which would have guided a person of ordinary skill in the 
art to make the requisite selection and combination. In fact, Toki et 
al. even lead away from the selection and combination which is neces- 
sary to arrive at the compounds which are employed in applicants' 
method, when they state that the radical(s) corresponding to appli- 
cants' moiety Y be preferably hydrogen; halogen; optionally substi- 
tuted alkyl, alkoxy, alkylthio and carboxyl; or x5so 3 -.5> 

The teachings of Harrison et al. and of Toki et al. are equally 
broad and unspecific where the effectivity of their compounds against 
pests is concerned. The spectrum of pests addressed by Harrison et 
al., for example, encompasses rodents as well as Lepidoptera, Coleop- 
tera, Hemiptera, Homoptera, acari, Orthoptera, Diptera, Thysanoptera, 
Hymenoptera, Isoptera and Siphonoptera. 6 ) 

Applicants already urged that anticipation under Section 102 can 
be found only if a reference shows exactly what is claimed.?) The test 
for anticipation is one of identity, and the identical invention must 

4) C£. eg. Claims 1, 15 and IS. 

5) Cf. the information on page 5, indicated lines 30 to 42, of BP 0 500 ill; regarding 
the groups and R* of Toki et al.'s formula (I), 

6) Cf. page 53, indicated line 10, to page 55, indicated line 35, of tfO 92/06076; and 
the corresponding enumeration on page 38, indicated line 46, to page 39, indicated 
line 14, of bp 0 S00 ill. 

7> Cf ' Titanium Metala Corp. v. Banner- 778 j., 2d 775/ 227 ogpQ 7?3 (CRpc 1985) In re 
SlcS 1967) F ' 2<1 301 ' US?Q 3 " <CCPA 1978,7 In re K&lm 378 F ' Jd 959 ' 
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be shown in the reference in as complete detail as is contained in 
the claim. 3) In fact, the Federal Circuit has stated that it is error 
to treat claims as a catalog of separate parts, in disregard of the 
part-to-part relationships set forth in the claims that give those 
claims their meaning. 9 ) The teachings of Harrison et al. and of Toki 
et al. clearly fail to show an method in which an effective amount of 
a compound which meets the structural requirements of applicants' 
formula (1-1) is employed to control 

- a pest selected from the Isoptera, Hymenoptera, Orthoptera and 
Psocoptera orders; 

- a pest selected from the Rhinotermitidae r Termitidae, Kalotermi- 
tidae and Termopsidae families? and 

- a pest from the Formic idae family; 

as is required in accordance with applicants' claims. Under the stan- 
dards developed by the Courts, the teaching of Harrison et al. and 
the teaching of Toki et al. cannot reasonably be taken to anticipate 
the subject matter of applicants' claims. It is therefore respect- 
fully requested that the respective rejection under Section 102(b) be 
withdrawn . 

It is also respectfully submitted that under the standards devel- 
oped by the Courts regarding obviousness under Section 103(a), the 
teachings of Harrison et aJ. and/or Toki et al. are insufficient to 
render applicants' methods prima facie obvious. Obviousness within 
the meaning of Section 103(a) requires more than the mere possibility 
to make a selection from the generic disclosure of a reference which 
mirrors the combination of requirements set forth in an applicant's 
claim. The reference also has to provide some teaching or suggestion 
which would motivate a person of ordinary skill in the art to make 
the particular selection which results in the claimed combination. 
Also, when determining whether a claimed method is obvious within the 
meaning of Section 103(a), not only the materials used and the nature 
of the specific process employed but also the particular result which 



8) C£. Richardson v. Suzuki Motor c 9|r 868 P. 2d 1226, 9 USPQ2d 1913 (CAFC 1989), 
9 > c *- hipd«mftnn Maschinenf abrik v. American Hois t & Berr-icie fin. . 730 P. 2d 1452, 221 
USPQ 481 {CAFC 1984). 

10) Cf. Jn re VggsK, 947 F.2d 488, 20 USP02d 1438, 1442 (CAFC 1991). See also In re 
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is obtained must be considered.") Where the motivating teaching or 
suggestion is not found in the reference, any possible selection and 
combination within the generic disclosure is equally likely and the 
reference is no more than an invitation to make and try out each of 
the possible selections and combinations. "Obvious to try" is, howev- 
er, not a proper basis for finding that a claimed invention is unpat- 
entable under Section 103(a).") Also, where the prior art fails to 
suggest or imply the desirability of the particular selection and 
combination which is necessary to arrive at the claimed invention, 
any focus on the requirements of the claims in the generic disclosure 
of the prior art would be solely guided by the applicants' invention 
and would, therefore, be based on hindsight.") 

Applicants' invention is based on the finding that compounds of 
formula (1-1) in which Y represent from 1 to 5 identical or different 
substituents selected from the group consisting of nitro and cyano 
are particularly suited to control 

- a pest selected from the Isoptera, Bymenoptera, Orthoptera and 
Psocoptera orders; 

- a pest selected from the Rhinotermitidae, Termitidae, Kalotermi- 
tidae and Tennopsidae families; and 

a pest from the Formicidae family; 
in certain environments. The compounds of applicants' formula (1-1) 
are significantly more effective against the referenced pests and 
applicants' method has, therefore, distinct advantages over the meth- 
ods which are addressed in the referenced teachings. The unexpected 
superiority of applicants' methods is illustrated by the data set 
forth in the Test Report which is enclosed with this paper. Although 
the data are currently not presented in form of a properly executed 
Declaration, it is respectfully submitted that the data contained 
contained in the Test Report is entirely reliable. Moreover, a prop- 
erly executed Declaration setting forth the experiments and data de- 
scribed in the Test Report is currently being prepared, and the exe- 
cuted Declaration will be forwarded to the Patent and Trademark Of- 



11) C*. In re Dill o n , 919 F.2d 688, 695, 16 USPQ2d 1897, 1903 (CAPC 1990) (en banc) 
cert, deaied, 500 U.S. 904 (1991). 

12 ) Cf * M**Cfc & Co. Inc. v. Biocmft Labora tories 874 F .2d 804 , 10 USPQ2d 1843 
(CAFC 1989) where the Court held that an invention was merely "obvious to try" if 
the prior art gives either no indication of which parameters are critical or no 
direction as to which of the many possible choices is likely to be successful. 

13) Cf . in re ppw Chemical Ctt*., 837 F,2d 469, 5 USPQ2d 1529 (CAFC 1988) 
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fice as soon as it becomes available* In their comparative investiga- 
tions, applicants' employed a compound "II" which is unsubstituted in 
the position of the moiety "Y" of applicants' formula (I~l) as a 
representative for the compounds which are addressed in the teachings 
of Harrison et al . (Dl) and of Toki et al. (DJ). The results of the 
investigations show that the compounds of applicants' formula (1-1) 
are f in each case, by far and significantly more effective against 
the treated pests than the comparative compound "II". 

Neither the teaching of Harrison et al . nor the teaching of Toki 
et al. contain anything which suggests or implies that the nature of 
the substituent(s) corresponding to the moiety "Y" of applicants' 
formula (1-1) is of any significance with regard to a successful 
control of the host of pests enumerated in the references. Moreover, 
neither the teaching of Harrison et al. nor the teaching of Toki et 
al. suggest or imply that introducing from 1 to 5 identical or dif- 
ferent substituents selected from the group consisting of nitro and 
cyano in the position signified by the moiety "Y" of applicants' 
formula (1-1) would render the compounds especially suited to control 
the particular pests referenced in applicants' claims. Accordingly, 
the teaching of Marrison et al, and the teaching of Toki et al. fall 
short from rendering applicants' methods prima facie obvious within 
the meaning of Section 103(a). Favorable reconsideration of the Ex- 
aminer's position and withdrawal of the respective rejection is, 
therefore, respectfully solicited. 

The Examiner further rejected Claims 1, 10, 13, 14 and 16 under 
35 U.S.C. 5102(b) as being anticipated by the teaching of Treacy et 
al. (US 6,342,518). It is respectfully noted that the teaching of 
Treacy et al . does not qualify as prior art under Section 102(b) 
because US 6,342,518 was not patented more than one year prior to the 
date of applicants' application for patent in the United States. It 
is therefore respectfully requested that the respective rejection un- 
der Section 102(b) be withdrawn. 

It is further respectfully urged that Treacy et al. fail to iden- 
tically disclose a method in which effective amounts of a compound 
according to applicants' formula (1-1) are employed to control 

- a pest selected from the Isoptera, Hymenoptera, Orthoptera and 
Psocoptera orders; 

- a pest selected from the Rhinotermitidae, Termitidae, Kalotermi- 
tidae and Termopsidae families; and 
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a pest from the Formicidae family; 
in certain environments. Claims 7 and 13 of Treacy et al. which are 
referenced by the Examiner in support for his position require 

contacting said insect with a synergistic! l y ef fective amount of 
a combination of a — compound of the formula (I) and an 

arylpyrrole insecticide of formula VI ... 14 > 
and 

applying to the foliage or step of said plant a avneraistically 
effective amount of a composition of claim H 5) 

where the composition of claim 1 is the combination of the compound 
of formula (I) and the arrylpyrrole of formula (VI). The respective 
claims of Treacy et al. therefore clearly fail to require that either 
the compound of the formula (I) or the compound of the formula (VI) 
be applied in effective amounts. It is merely required that the com- 
bination of the compounds (I) and (VI) be synergistically effective. 
The significance of this distinction is immediately apparent when the 
experiments and data provided by Treacy ot al. are reviewed. The 
Examples which are described by Treacy et al. clearly show that a 
satisfactory control of the specific pests which are employed in 
those investigations is only achieved when the compounds (I) and (VI) 
are applied in combination with one another. It is further noted that 
the specific pests which are employed in Treacy et al.'s investiga- 
tions differ from the pests which are addressed in applicants' 
claims. Under the standards developed by the Courts , the teaching of 
Treacy et al . is, therefore, also insufficient to anticipate the sub- 
ject matter of applicants' claims within the meaning of Section 102, 
Favorable action is solicited- 



In the event that the Examiner is of the opinion that further 
explanations or clarifications are necessary or desirable in this 
matter, applicants would greatly appreciate it ii the Examiner would 
grant their representative the opportunity address such matters in a 
personal interview to facilitate the proceedings. 



14) Cf. col, U, indicated line 32, to col, 12, indicated line 13, of us 6,342,518, 
emphasis added. 

15) Cf. col. 14, indicated lines 2 to 4, of US $, $42,518, exnphaeio added. 
050927 - 7 - 
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Request for Extension of Time ; 

It is respectfully requested that a three month extension of time 
be granted in this case. The respective $1020.00 fee is paid by cred- 
it card (Form PTO-2038 enclosed). 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 14.1437. Please credit any excess fees to such deposit 



1300 Eye Street, N.W. 
Suite 400 East Tower 
Washington, D.C. 20005 
(202) 659-0100 

End.: Test Report 
JDV/BAS 



account - 



Respectfully submitted, 



Novak Druce DeLuca & Quigg, llp 




Jason D. Voight 
Reg. No, 42,205 
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